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DETAILED ACTION 
Status of Claims 

1 . This action is responsive to application filed on August 1 , 2003. Claims 1-32 are pending 
examination. 



Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

3. Claims 1-16 rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. Claims 1-8 recite an " email comprising. . .", and claims 9-16 recite 
a "document comprising". If indeed Applicant is attempting to claim an "email", then this is 
nothing but a data structure which does not fall within any of the statutory categories. And if 
Applicant is attempting to claim a "document" then this is nonfunctional descriptive material 
which also does not fall within any of the statutory categories. The claims are not directed to a 
process since its not a series of steps. The claims are also not directed to a machine since its not a 
device(s), nor directed to a manufacture since its not produced from raw materials. And they are 
also clearly not directed to a composition of matter and are therefore nonstatutory. See MPEP 
Chapter 2106.01 Section I. 

4. Claims 17-32 states, "A computer readable medium . . .". Paragraph 42 of Applicants 
disclosure (see PG Publication 2004/0267889) mentions that "computer readable medium" 
encompasses "communication media" which includes instructions, data structures and modules 
which are regarded as programs per se, and also includes "modulated data signal such as a carrier 
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wave or other transport mechanism". "Programs per se" are non-statutory, and signals are also 
non-statutory. It is clear that the scope of the claimed computer readable medium is intended to 
cover communication media which includes programs per se, and also includes signals, neither 
of which are statutory. These claims do not fall within any of the statutory categories and are 
therefore not patentable subject matter. See MPEP Chapter 2106 Section IV.B.f 4 and 
Chapter 2106.01 

Claim Rejections - 35 USC §102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

6. Claims 1-32 rejected under 35 U.S.C. 102(b) as being anticipated by Johnson et al 
(US Patent No 5,325,310). 

7. In reference to claim 1, Johnson teaches an email comprising a body having at least one 
related and previously sent email, each previously sent email being represented in the body of the 
email as a body object, each of the email and each body object therein being rights-managed as 
protected content (column 6 lines 42-56 and column 8 lines 21-45, discloses reply attributes of 
messages), whereby a recipient of the email can render the protected content of each of the email 
and each body object therein with a corresponding license if the recipient satisfies terms set forth 
in the license. 
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8. In reference to claim 2, Johnson teaches the email of claim 1 wherein each previously 
sent email was itself rights-managed as protected content according to predefined rights data, and 
wherein the corresponding body object in the body of the email is also rights-managed as 
protected content according to the same predefined rights data (column 4 lines 33-53, discloses 
persistent reply attributes). 

9. In reference to claim 3, Johnson teaches the email of claim 1 wherein the body has a 
plurality of related and previously sent emails, the plurality of previously sent emails being 
represented in the body of the email as a plurality of serially arranged body objects (column 8 
lines 21-45). 

10. In reference to claim 4, Johnson teaches the email of claim 1 wherein the body has a 
plurality of related and previously sent emails, the plurality of previously sent emails being 
represented in the body of the email as a plurality of nested body objects (column 8 lines 21-45). 

11. In reference to claim 5, Johnson teaches the email of claim 1 wherein the at least one 
related and previously sent email is split into multiple parts, each part being represented in the 
body of the email as a body object, each of the email and each body object therein being rights- 
managed as protected content (column 6 lines 42-56, inherent that one email is distinguishable 
from the other). 

12. In reference to claim 6, Johnson teaches the email of claim 5 wherein the at least one 
related and previously sent email was itself rights-managed as protected content according to 
predefined rights data, and wherein the corresponding body object of each part in the body of the 
email is also rights-managed as protected content according to the same predefined rights data 
(column 6 lines 42-56). 
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13. In reference to claim 7, Johnson teaches the email of claim 5 wherein a portion of the 
body is interposed between a pair of the multiple parts of the previously sent email, the portion 
comprising a comment on such previously sent email (column 8 lines 21-45). 

14. In reference to claim 8, Johnson teaches the email of claim 7 wherein the portion is a 
body object (column 8 lines 21-45). 

15. In reference to claims 9-16, these are document claims that correspond to the email 
claims of claims 1-8. Therefore, claims 9-16 are rejected based upon the same rationale as given 
for claims 1-8 above. 

16. In reference to claims 17-24, these arc computer readable medium claims that correspond 
to the email claims of claims 1-8. Therefore, claims 17-24 are rejected based upon the same 
rationale as given for claims 1-8 above. 

17. In reference to claims 25-32, these are computer readable medium claims that correspond 
to the email claims of claims 1-8. Therefore, claims 25-32 are rejected based upon the same 
rationale as given for claims 1-8 above. 



Conclusion 



18. The above rejections are based upon the broadest reasonable interpretation of the claims. 
Applicant is advised that the specified citations of the relied upon prior art, in the above 
rejections, are only representative of the teachings of the prior art, and that any other supportive 
sections within the entirety of the reference (including any figures, incorporation by references, 
claims and/or priority documents) is implied as being applied to teach the scope of the claims. 

19. The prior art made of record and not relied upon is considered pertinent to applicant's 



disclosure. See attached Form 892. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to RAMY M. OSMAN whose telephone number is (571)272-4008. 
The examiner can normally be reached on M-F 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ario Etienne can be reached on (571) 272-4001 . The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ramy M Osman/ 

Primary Examiner, Art Unit 2157 

May 14, 2008 



